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DETAILED ACTION 

1. Claims 1-15, 17-19, 21-23, and 25-34 remain for examination. The amendment 
filed 11/5/07 amended claims 1, 3-6, 8, 9, 11, 13-15, 18, 19, 22, 23, and 28-34. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-34 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

3. Claim 23 is objected to because of the following informalities: the claim was 
amended to include new limitation(s), but its status is listed as "Previously Presented". 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claims 1-15, 17-19, 21-23, and 25-34 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shoda (U.S. Patent 7,096,268) in view of the iTunes software 
product, as disclosed in both Robbin (U.S. Patent 6,731 ,312) and the iBasics 
references: "Encode, Organize, Radio, and Play" [part 1] and "Burning CDs" [part 2]. 

For purposes of the rejections that follow, the combination of the Robbin patent 
with the iBasics references should be self-evident, as all the references are describing 
various aspects of the same software product. Nevertheless, assuming arguendo that 
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this were not the case, it would still be obvious to combine any feature disclosed in one 
reference to the invention but not in another reference, as the features disclosed in each 
reference are techniques for improving the performance of media playing software were 
all part of the ordinary capabilities of a person of ordinary skill in the art, in view of 
teaching said techniques for improvement in related media playing software products. 
See also KSR v. Teleflex, 550 U.S. at , 82 USPQ2d at 1396 and MPEP §2141. 

Regarding claims 1, 3, and 4: 

Shoda discloses an information processing method/apparatus/program having 
functions for recording contents on a first recording medium onto a storage unit of said 
apparatus, said apparatus comprising: a recording unit for recording the contents of the 
first recording medium onto the storage unit (col. 6, lines 53-56); a storing unit for 
storing information regarding each track on the first recording medium as recording 
history information in said apparatus at the time the contents of the first recording 
medium are recorded onto the storage unit by said recording unit (col. 6, lines 58-67); a 
determining unit for determining whether a track on the first recording medium was 
previously recorded or not onto the storage unit by said recording unit based on said 
recording history information stored in said apparatus (col. 8, lines 23-55); a display 
(element 21 of Figure 1) and a display control unit for controlling display of information 
regarding tracks (Ibid, and col. 9, lines 23-50). 

As acknowledged by Applicant in the amendment of 3/19/07, the Shoda 
reference is at the very least capable of determining which tracks have been previously 
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recorded [i.e. "ripped"] onto the apparatus (page 19, regarding the tracks "AAAAA" and 
"BBBBB"; cf. Shoda, col. 9, lines 38-47). However, the iTunes references disclose an 
analogous media player interface capable of allowing a user to use a graphical user 
interface on a display unit to import tracks from a CD to the device's internal storage 
unit (see iBasics part 1 , "Encoding MP3 files", pages 1-4) including the steps wherein 
said display control unit is configured to initially provide a display indicating any track on 
the first recording medium with an associated selection box, said display unit being 
further configured to permit inserting a mark into each displayed selection box in order 
to select the track associated with the selection box containing the inserted mark for 
recording by said recording unit from the first recording medium onto the storage unit 
(iBasics, part 1: see the checkboxes next to each individual track on the CD "Brave New 
World" in the illustration on page 2; and part 2, page 2, 3 rd paragraph; see also Robbin, 
col. 2, lines 55-62) and to permit removing any mark previously inserted into any 
selection box to deselect the track associated with the mark so removed so that the 
recording by said recording unit from the first recording medium onto the storage unit 
does not occur for any of the associated tracks with marks removed from their 
associated selection box (Ibid). The claim is thus obvious because the technique of 
using a graphical user interface to manipulate which tracks should be imported was part 
of the ordinary capabilities of one of ordinary skill in the art, as evidenced by the use of 
the very same technique in analogous prior art. Additionally, it is observed that iTunes 
is also capable of discerning and remembering which tracks have already been 
recorded in the storage are stored in the internal storage device (by definition, any track 
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that has been imported is recorded in the Library: iBasics, part 1, page 3; Robbin, col. 2, 
line 63 - col. 3, line 4). 

Regarding claims 14, 18, and 22: 

Shoda discloses an information processing method/apparatus/program for 
transferring contents from a first recording medium to a second recording medium, said 
apparatus comprising: means for determining whether or not recorded history 
information is present in the apparatus for the contents of the first recording medium 
(col. 8, lines 23-50); means for selecting a portion or portions of the contents for 
recording from the first recording medium to the second medium (col. 7, lines 4-12, and 
Figure 7); means for recording the selected portion from the first recording medium to 
the second recording medium (col. 8, line 61 - col. 9, line 2); means for storing the 
recorded history information regarding the selected portion[s] of the recorded contents 
(col. 7, line 55-col. 8, line 12); means for displaying on the apparatus a list indicating the 
selected portion[s] and non-selected portion[s] of the content (Figure 13a); wherein said 
recording means records from the first recording medium to the second recording 
medium the displayed portion[s] (col. 6, lines 34-40). 

As acknowledged by Applicant in the amendment of 3/19/07, the Shoda 
reference is at the very least capable of determining which tracks have been previously 
recorded [i.e. "ripped"] onto the apparatus (page 19, regarding the tracks "AAAAA" and 
"BBBBB"; cf. Shoda, col. 9, lines 38-47). However, the iTunes references disclose an 
analogous media player interface capable of allowing a user to use a graphical user 
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interface on a display unit to import tracks from a CD to the device's internal storage 
unit (see iBasics part 1, "Encoding MP3 files", pages 1-4) including the steps wherein 
said display control unit is configured to initially provide a display indicating any track on 
the first recording medium with an associated selection box, said display unit being 
further configured to permit inserting a mark into each displayed selection box in order 
to select the track associated with the selection box containing the inserted mark for 
recording by said recording unit from the first recording medium onto the storage unit 
(iBasics, part 1: see the checkboxes next to each individual track on the CD "Brave New 
World" in the illustration on page 2; and part 2, page 2, 3 rd paragraph; see also Robbin, 
col. 2, lines 55-62) and to permit removing any mark previously inserted into any 
selection box to deselect the track associated with the mark so removed so that the 
recording by said recording unit from the first recording medium onto the storage unit 
does not occur for any of the associated tracks with marks removed from their 
associated selection box (Ibid). The claim is thus obvious because the technique of 
using a graphical user interface to manipulate which tracks should be imported was part 
of the ordinary capabilities of one of ordinary skill in the art, as evidenced by the use of 
the very same technique in analogous prior art. Additionally, it is observed that iTunes 
is also capable of discerning and remembering which tracks have already been 
recorded in the storage are stored in the internal storage device (by definition, any track 
that has been imported is recorded in the Library: iBasics, part 1, page 3; Robbin, col. 2, 
line 63 - col. 3, line 4). 
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Regarding claims 29, 31, and 33: 

Shoda discloses an information processing method/apparatus/program for 
recording contents stored on a recording medium, comprising: a storage unit configured 
to store recording history information (col. 6, lines 58-67); a determining unit configured 
to determine whether or not one or more tracks on the recording medium were 
previously recorded onto said storage unit based on said recording history information 
(col. 8, lines 23-55); a display configured to display one or more selected tracks for 
recording from the recording medium onto said storage unit (element 21 of Figure 1; 
Figure 13a); a display control unit configured to control a display of information on said 
display (Ibid); and a recording unit configured to record one or more selected tracks 
from the first recording medium onto said storage unit (col. 6, lines 53-56). 

As acknowledged by Applicant in the amendment of 3/19/07, the Shoda 
reference is at the very least capable of determining which tracks have been previously 
recorded [i.e. "ripped"] onto the apparatus (page 19, regarding the tracks "AAAAA" and 
"BBBBB"; cf. Shoda, col. 9, lines 38-47). However, the iTunes references disclose an 
analogous media player interface capable of allowing a user to use a graphical user 
interface oh a display unit to import tracks from a CD to the device's internal storage 
unit (see iBasics part 1, "Encoding MP3 files", pages 1-4) including the steps wherein 
said display control unit is configured to initially provide a display indicating any track on 
the first recording medium with an associated selection box, said display unit being 
further configured to permit inserting a mark into each displayed selection box in order 
to select the track associated with the selection box containing the inserted mark for 
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recording by said recording unit from the first recording medium onto the storage unit 
(iBasics, part 1: see the checkboxes next to each individual track on the CD "Brave New 
World" in the illustration on page 2; and part 2, page 2, 3 rd paragraph; see also Robbin, 
col. 2, lines 55-62) and to permit removing any mark previously inserted into any 
selection box to deselect the track associated with the mark so removed so that the 
recording by said recording unit from the first recording medium onto the storage unit 
does not occur for any of the associated tracks with marks removed from their 
associated selection box (Ibid). The claim is thus obvious because the technique of 
using a graphical user interface to manipulate which tracks should be imported was part 
of the ordinary capabilities of one of ordinary skill in the art, as evidenced by the use of 
the very same technique in analogous prior art. Additionally, it is observed that iTunes 
is also capable of discerning and remembering which tracks have already been 
recorded in the storage are stored in the internal storage device (by definition, any track 
that has been imported is recorded in the Library: iBasics, part 1, page 3; Robbin, col. 2, 
line 63 -col. 3, line 4). 

Regarding claim 2: 

Shoda and iTunes further disclose wherein said recording history information 
contains audio recording history information which records the number of times that 
audio recording has been made for each track of the first recording medium, title saving 
information of the contents, and play list information (Shoda: col. 5, line 65 - col. 6, line 
7; col. 7, lines 55-65; Robbin, Figures 1-10). 
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Regarding claims 5, 8, and 11: 

Shoda further discloses a check-in unit for rendering unusable the contents 
recorded onto a second medium from the first recording medium (col. 7, line 55 - col. 8, 
line 12), wherein storing unit is further configured for storing information regarding the 
contents as recording history information onto the second recording. medium being 
rendered unusable (col. 8, lines 13-55); wherein said recording history information 
includes a check-out number which is decremented when said recording unit records 
the contents on the first recording medium onto the second recording medium, and 
incremented when said check-in unit renders unusable the contents recorded onto the 
second recording medium from the first recording medium (Ibid, and col. 8, line 61 - col. 
9, line 12). 

Regarding claims 6, 9, 12, 15, 19, 23, 30, 32, and 34: 

iTunes further discloses wherein inserting of the mark into the associated 
selection box and the clearing any mark inserted into any selection box to deselect the 
track associated with the mark so cleared are responsive to manual selection or de- 
selection operations (iBasics, part 1: figure on page 2; Robbin, col. 2, lines 55-62). 

Regarding claims 7, 10, 13, 17, 21, and 25: 

Shoda and iTunes further disclose wherein said display control unit displays 
indicia indicating whether or not recorded history information is present in said 
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apparatus for the contents of the first recording medium (Shoda: e.g. Figures 7 and 9; 
iTunes, via the Robbin reference, Figures 6-10). 

Regarding claims 26-28: 

Shoda and iTunes further discloses a judging unit forjudging whether a 
predetermined recording medium is mounted to the apparatus based on a media 
specific identification information (Shoda: col. 5, lines 25-30; element 67 of Figure 7; 
iBasics part 1 , page 1 , "Encoding MP3 Files"); wherein said storing unit stores the 
recording history information associating with media specific information of the first 
recording medium (Shoda: col. 9, lines 3-12; iBasics, Ibid and also the illustration on 
page 2) and wherein said determining unit determines when the first recording medium 
is mounted (Shoda: col. 5, lines 25-30; iBasics, Ibid). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: "Review: iTunes 1 .0" by Daniel Chvatik. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1 .136(a). A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
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not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tom Gyorfi whose telephone number is (571) 272-3849. 
The examiner can normally be reached on 8:30am - 5:00pm Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on (571) 272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
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system, call 800-786-9199 (IN USA OR CANADA) or 571^272-1000 




